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REMARKS 

In Ihc Notice of Abandonment dated September 24, 2003, the presenL application is 
indicated as being abandoned for failure to timely file a proper reply to the Office Action 
mailed January 1 6, 2003. 

Applicant submits that a Response to Office Action was timely filed on July 16, 2003. 
Thus, the holding of abandonment is improper and may not be maintained. Tn this regard, 
Applicant respectfully submits evidencing materials as Attachments 1-3. 

Attachment 1: 

Attached is a copy of the Response to Office Action with a certification of 
transmission by facsimile stating the date of deposit as July 16, 2003 in compliance with 37 
CFR 1 .8. All the information with regard to the instant application is correctly represented in 
the cover page of the Response. 

Attachment 2: 

Attached is a copy of the auto-reply facsimile transmission showing that the Response 
lo Office Action was received by the U.S. Patent & Trademark Office on July 1 6, 2003. 

. i t . FAX RECEIVED 

Attachment 3: 

A copy of the Notice of Abandonment Under 37 CFR 1 .53 (f) or (g). OCT 0 6 2003 

The documentary evidence discussed herein and submitted herewith clearly PETITIONS OFFICE 

establishes that Applicants timely filed a Response to Office Action on July 16, 2003, 

Applicants also note that in the Notice of Abandonment, the Examiner stated that he 
left a message for Applicants* Attorney on August 6, but that the call was not returned. 
Applicants respectfully disagree. Applicants' attorney spoke to the Examiner on August 6, 
2003 and refaxed the response to the Examiner. Applicants attach herewith Attachment 4, 
which is a cover sheet and auto-reply facsimile transmission indicating that the Applicants' 
Attorney refaxed the response on August 6, 2003. 

Accordingly, Applicants herein petition to withdrawal the holding or abandonment set 
forth in Ihc Notice of Abandonment dated September 24, 2003, Pursuant to MPEP § 
71 1 .03(c), no fee is required for the present Petition. However, if there arc any charges due 
with respect to this Petition or otherwise, please charge them to Deposit Account No. 06- 
11 30 maintained by Applicants' attorney. 
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For at least the reasons set forth herein above, the holding of Abandonment is 
improper and may not be maintained; withdrawal thereof and cntiy of the Response to Notice 
to File Missing Parts is respectfully requested. 

Respectfully submitted, 
CANTOR COLBURN LLP 

Lisa A. Bongiovi 
Registration No. 48,033 
CANTOR COLBURN LLP 
55 Griffin Road South 
Bloomficld, CT 06002 
Telephone (860) 286-2929 
Facsimile (860)286-0115 
Customer No. 23413 

October 6, 2003 
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CERTIFICATE OF TRANSMISSION BY FACSIMILE (37 CFR L8) 

Applicant(s): Yoshibiro Modmoto ct aL 


Docket No. 
YKI-0066 


Serial No. 
09/820,140 


Filing Date 
03/28/2001 


Examiner 
GranviilD.Lce 


Group Art Unit 
2S25 



nvention: SEM ICO N D (JCTOk DEVICE AND METHOD OF PRODUCING THE SAME 



1 hereby certify that this PcLUUm for Extension of Time ( 1 pg): Resp onse to Office Ac tion £4 pflsj 

(Identify 0y* ? of correspondence) 

is being facsimile transmitted to the United States Patent and Trademark Office (Fax. No. 703-872 -93 J 8 
on July 16, 2003 ^ 



Patricia A. Hart 




ej>£J&£ol*£tgttfiig Certificate}^ 



(Signature) 



FAX RECEIVED 
lOCT 0 6 200j 



Nolc: Each paper must have its own certificate pf nailing. PETITIONS OFFICE 



PIQ/RCVQ1 
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PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) 


Docket No. 


(Large Entity) 


YKI-0066 



!n Re Application Of: Yoshihfro Morfmoto ct al, 



Serial No. 


Filing Date 


Examiner 


Group Art Unit 


09/820,140 


03/28/2001 


GrnnviLlDtLce 


2825 



Invention: SEMICONDUCTOR DEVICE AND METHOD OF PRODUCING THE SAME 



TO THE COMMISSIONER FOR PATENTS: 



This is a request under the provisions of 37 CFR 1 .136(a) to extend the period for filing a response to the Office Action 
of „ J9II1JP/2003__above-identiried application. 



Oatc 



The requested extension is as follows (check time period desired): 
□ One month CI Two months El Three months 
April 16, 2003 until: 



from: 



□ Four months 
July 16, 2003 



□ Five months 



Dtf/c 



Vote 



FAX RECEIVED 
OCT 0 6 2003 

The fee for the extension of time is $930 and is to be paid as follows: 

□ A check in the amount of the fee is enclosed. PETITIONS OFFIC 

12) The Director is hereby authorized to charge any fees which may be required, or credit any overpayment, to 
Deposit Account No. 06-1 130 

S If an additional extension of time is required, please consider this a petition therefor and charge 
any additional fees which may be required to Deposit Account No. 06-1130 



Stg*atorU 



1~ 



Dated: July 16, 2003 



Lisa A, Bongiovi 
Registration No,; 48,933 


Customer No.i 23413 


I certify that this document and fee is being deposited 
on with the U.S. Poslal Service as 
first dass mall under 37 C.F.R. 1.8 and la addressed to ihe 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450.'- 

Signature of Person Mailing Corrcspomh'itce 


cc: 


via facsimile 


Typed or Printed /Vfliiiff of Person Mailing Correspondence 


P12LARGE/RI:V05 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: YOSHTHTRO MOR1MOTO ET AL. 

Serial No. 09/820,140 

Filed: March 28, 2001 

For: SEMICONDUCTOR DEVICE AND 

METHOD OF PRODUCING THE SAME 



Group Art Unit: 2825 
Examiner: G. Lcc 



RESPONSE TO OFFICE ACTION 



Via Facsimile to 703-872-931 8 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 223130-1450 



Sir: 



FAX RECEIVED 

OCT 0 6 2003 
PETITIONS OFFICE 



111 response lo the Office Action mailed January 16, 2003, Applicants request 
reconsideration in view of the following remarks for entry in the above-identified application. 



I hcruby certify thai (his correspondence was facsimile 
transmitted to the United Slates Patent Office (Tax No. 
703-872-93 IS) on 

July 1«. Win 



(Date of Deposit} 




W <s*/,d6 3 

Date 



Siijnaturt 



YKI-0066 
09/820,140 
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REMARKS 

Claims i-7 arc pending in the application. Applicants request reconsideration in view of 
the remarks submitted herewith. As will be discussed in detail below, it is believed Lhat the 
application is in condition for allowance. 

Claims 1, 4, and 7 stand rejected under 35 U.S.C. § 102(b) as being anticipated by OMani 
et al. (US 5,605,846) f'Ohtani"). "A claim is anticipated only if each and every clement as set 
forth in the claim is found, cither expressly or inherently described, in a single prior art 
reference," Verdegaal Bros, V, Union Oil Co. of California, 814 F,2d 628, 631, 2 USPQ2d 
1051, 1053 (Fed. Cir. 1987). Moreover, "[t]he identical invention must be shown in as complete 
detail as is contained in the * * * claim." Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 
9 USPQ2d 1913, 1920 (Fed. Cir, 1989), 

Claims 1 and 4 include the following limitation: "eliminating projections generated by 
said heating on said non-crystal semiconductor film using a physical elimination method." 
Claim 7 includes the following limitation: "wherein said non-crystal semiconductor film has a 
planar surface formed by eliminating, using ion beam irradiation, projections generated on said 
non-crystal semiconductor film due to heating of said non-crystal semiconductor film." OhLani 
docs not disclose either of those limitations. 

The Examiner asserts that Ohtani teaches using an excimcr laser to create a uniform 
layer; however, Ohtani only discusses making the layer more uniform in terms of its crystallinity. 
Column 1, lines 52-60 explains that the crystallinity of the silicon film depends on the energy of 
the laser and thus, it is very difficult to stably obtain a crystalline silicon film with a high 
reliability- As such, Ohtani is directed to an amorphous silicon film that can be uniformly 
crysta llized with a high reliability. See Column 3, lines 55-58, There is absolutely no disclosure 
in Ohtani regarding eliminating projections on the semiconductor film. Indeed, there can be no 
disclosure of eliminating projections in Ohtani because there is no disclosure in Ohtani that 
projections even exist. Thus, Ohtani docs not disclose, cither expressly or inherently, all of the 
limitations of claims 1, 4, and 7. Accordingly, Applicants respectfully request that this rejection 
be withdrawn. 

Claims 2-3 and 5-6 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Ohtani in view of Williams et al (US 6,238,582). For an obviousness rejection to be proper, the 
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Examiner must meet the burden of establishing that all elements of the invention are disclosed in 
the prior art; that the prior art relied Upon, coupled with knowledge generally available in the art 
at the time of the invention, must contain some suggestion or incentive that would have 
motivated the skilled artisan to modify a reference or combined references; and that the proposed 
modification of the prior art must have had a reasonable expectation of success, determined from 
the vantage point of the skilled artisan at the time the invention was made. In re Fine, 5 
U.S.P.Q.2d 1596, 1598 (Fed. Cir, 1988); In Re Wilson, 165 U.S.P.Q. 494, 496 (C.C.P.A. 1970); 
Antgen v. Chugai Pharmaceuticals Co., 927 U.S.P.Q.2d 1016, 1023 (Fed. Cir. 1996), 

Claims 2-3 and 5-6 include all of the limitations of claim 1. As discussed above, Ohtani 
docs not teach or suggest "eliminating projections generated by said heating on said non-crystal 
semiconductor film using a physical elimination method." Thus, the references do not teach or 
suggest all of the limitations of the claims. 

Moreover, obviousness can only be established by combining or modifying the teachings 
of the prior art to produce the claimed invenlion where there is some teaching, suggestion, or 
motivation to do so found cither in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art. In re Fine. 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir 1988); In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992); MPEP § 2143,01, 
There is no teaching in the cited art to combine the references in an attempt to produce the 
claimed invention. As explained above, Ohtani does not disclose that projections even exist. 
Thus, there is no motivation for the application of ion milling of Williams after the laser 
annealing process in Ohtani when Ohtani is not even aware that the projections are created due to 
the laser annealing process. One skilled in the art would not have combined Ohtani and 
Williams to reached the claimed invention. Accordingly, Applicants respectfully request that the 
rejection be withdrawn. 

In view of the foregoing, it is respectfully submitted that the instant application is in 
condition for allowance. Accordingly, it is respectfully requested that this application be 
allowed and a Notice of Allowance issued. If the Examiner believes that a telephone conference 
with Applicants' attorneys would be advantageous to the disposition of this case, the Examiner is 
cordially requested to telephone the undersigned. 
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i ■ 

Tn the event the Commissioner of Patents and Trademarks deems additional fees to be 
due in connection with this application, Applicants' attorney hereby authorizes thai such fee be 
charged to Deposit Account No. 06-1 130. 



Respectfully submitted, 
CANTOR COLBURN LLP 

Lisa A. Bongiovi U 
Registration No. 48,933 
CANTOR COLBURN LLP 
55 Griffin Road South 
Bloomfield, CT 06002 
Telephone (860) 286-2929 
Facsimile (860)286-0115 
Customer No. 23413 



July 16, 2003 
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USPTO 7/16/03 12: S3 PAGE 1/1 RightFAX 

TO;Auto-r$ply fa* to 8602" f >718 L COMPANY: 



Auto-Reply Facsimile Transmission 




United States 
Patent and 
Trademark Office 



TO: 

Fax Information 
Date Received: 
Total Pages: 



Fax Sender ai 8502425718 



7/16/03 12:33:14 PM [Eastern Daylight Time] 
6 (including cover page) 



ADVISORY: This is an automatically generated return receipt confirmation of the facsimile transmission received by 
the Office. Please check to make sure that the number of pages listed as received in Total Pages above matches 
what was Intended to be sent Applicants are advised to retain this receipt In the unlikely event that proof of this 
facsimile transmission is necessary. Applicants are also advised to use the certificate of facsimile transmission 
procedures set forth in 37 CFR 1.8(a) and (b), 37 CFR 1.6(f). Trademark Applicants, also see the Trademark 
Manual of Examining Procedure (TMEP) section 306 etseq T 



Received 
Cover 
Page 



JUH6-2O03 UE3 HI CWT0R CWBIIM LLP 



P. ai 



fiyflc&ttlit Vn*l>mi 9 Ma. W*Mj ^U. ^ _ \ 



HaiLfl No 



VUOAW 



lilt 



; oo.no tacMtntu ta»inHtt«tl la tho uniw Pitent mo IVt^tmn* ofTee (Fb«. Nft. reHm-Wil 




||^^<liOMffl«>anii(M1Hl^WlfalrraD^iTi»i 
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United States Patent and Trademark Offioe 



TTNTTIiD STTO DEPARTMENT OK COMAIKKCK 
United Stifle* r»*tml mvJ TriiJri>u«lr Office 
Adiwi: COMMISSIONER FOR. PATENTS 



| ATTORNEY POCKET NO. | COHt-jfrMATION 
YKI -0066 



| APPLICATION NO. | FTMNQDATB ~ 



WSIST NAMED NVENVoa 



09/JO<U4t) 



Yoahihivo Morimoto 



2123 



J34L3 7590 

CANTOR COLBURN, LLP 
55 GRIFFIN HOAD SOUTH 
BLOOMFlELD,CT 06002 



exam in nn 




LEE, CRANVLLL D 



AKTUNIT 



PArHK NUMBRR 



2K25 

DATE MAILED: (l')/24/2O03 



Please find below and/or attached an Office communication concerning this applicaiion or proceeding. 



PTO,00C (Rev. U7-01) 
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Notice of Abandonment 



Application No. 
09/820,140 


Applicant(s) 
MORIMOTO ETAL 


Examiner 
Granvill D. Lee 


Art Unit 
2825 





« The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 

This application is abandoned in View of: 

1. El Applicant's failure to timely file a proper reply to the Office letter mailed on 16 January 2003. 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on . 

(b) □ A proposed reply wps received on , but it does not constitute a proper reply under 37 CFR 1.113 (a) to the final rejection. 

(A proper reply under 37 CFR 1.113 to a final rejection consists only of. (1) a timely filed amendment which places the 
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide atLempt at a proper reply, to the non- 

final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below). 

(d) EJ No reply has been received. 

2. □ Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). 

(a) Q The issue fee and publication fee, if applicable, was received on t (with a Certificate of Mailing or Transmission dated 

) ( which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). 

(b) □ The submitted fee of $ is insufficient A balance of £ is due. 

The issuo fee required by 37 CFR 1.1B is $ . The publication fee, if required by 37 CFR 1.18(d), is $ 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

3-D Applicant's failure to timely file corrected drawings as required by, and within the three-month period sot in, the Notice of 
Allowability (PTO-37). 

(a) □ Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated ), which is 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received. 

4, □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1.34(a)) upon the filing of a continuing application. 

6, □ The decision by the Board of Patent Appeals gnd Interference rendered on . and because the period for seeking court review 

of the decision has expired and there are no allowed claims, 

7. □ The reason(s) below. 

Applicant called on August 6 T 2003 and left message but call not returned. n - — ^ *~ 

mJ)S\ — v 

«\ «i ft.-..-: i \i\ "H: ' 

Petitions to revive under 37 CFR 1 .1 37(a) or (b), or requests to withdraw the holding of abandonment under 37 CFR 1*1 B1 , should be promptly Hied to 
minimize any negative effects on p ate nt term. 



U 5. Parent and Yratlomnrk Often 

PTOL-1432 (Rev, 04-01) Notice of Abandonment Part of Paper No. Q 
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CANTOR COLBURN LLP 

INTELLECTUAL PROPERTY ATTORNEYS 
55 Griffin Road South 
Blooinfield, CT 06002 



Tel: (860)286-2929 
Fax: (860)286-0115 



FACSIMILE TRANSMITTAL SHEET 



DATE: August 6, 2003 
TO: EXA MINER LRR 



COMPANY: United States Patent & Trade mark Office. 

FAX NO.: nO.T> 872-9306 TEL. NO.: _. 

FROM: LisaBongiovi 



OUR REF.: YKI-0066 YOUR REF.: 09/82( U_4Q_ 



TOTAL NUMBER OF PAGES SENT 
(INCLUDING THIS COVER SHEET): 9_ 



COMMENTS: 



This is a copy of correspondence that was faxed to the USPTO on the datip 
of the Certificate of Facsimile Transmission dated July 16, 2003, which 
includes: 

1. Certificate of Facsimile Transmission from July 16, 2003 (1 page) 

2. Petition for Extension ofTimc (1 page) 

3. Response (4 page) 

4. Transaction Report indicating transmission went through ( 1 page) 

5. Auto-Rcply Facsimile Transmission (1 pg) 



Lisa A. Bongiovi Date 



If there arc any problems with this transmission, please call Patty at (860) 286-2929, Ext. 
1161. 



IMPORTANT: This message is intended only for the use of the individual or entity to which it is addressed, arid 
may eonrniii information that is privileged, confidential and exempt from disclosure under applicable law, If the 
reader of this message is not the intended recipient, or the employee or a£er\t responsible for delivering it to the 
intended recipient, you arc hereby notified that reading, disseminating, distributing or copying litis communication 
i? 5tT j c t|y prohibited. If you have received this communication in error, please immediately no lily us by telephone, 
and return the original message to us at the above address via the U.S. Postal Service. Thank you. 



OCT-06-2003 MON 03:31 PM CANTOR COLBURN LLP 
BR/r%/B3 15:11:13 USPT!J-> % 

* Tp:Auto-reply fax U <i02it6CU37 COMPANY: 



FAX NO. 8602425718 

B&8206B137 BightFftX' 



P. 19 
Pfiiae Bttl 




Auto-Reply Facsimile Transmission 



Uniteu States 
Patent and 
tw** Trademark Office 



TO: 

Fax Information 
Date Received: 
Total Pages: 



Fax Sender at 8602860137 



8/6/03 3:01 ;15 PM [Eastern Daylight Time] 
9 (including cover page) 



ADVISORY: This Is an automatically generated return receipt confirmation of the facsimile transmission received by 
the Office. Plooso chock to mako sure that tf)o number of pages iisted as received in Total Pages above matches 
what was intended to be sent Applicants are advised to retain this receipt in the unlikely event that proof of this 
facsimile transmission is necessary- Applicants are also advised to use the certificate of facsimile transmission 
procedures set forth in 37 CFR 1.8(a) and (b), 37 CFR L6(f). Trademark Applicants, also see the Trademark 
Manual of Examining Procedure (TMEP) section 306 etseq. 



Received 
Cover 
Page 



na/itj > iilC J J3: IS VAX SB0Z!>rt01,%7 



cmtiH COL&UKtt, tu 



CANl'OK. COK-AURtf LLP 

E*7¥ lliiV if ML T> i-iTTTP TV *T rotL»J E V B 



TO. 

COJVPaNV: 
l'/OC NO.. 



IV,: <«fiQj W« 

FACSIMU-STRANSMirTAL SHfeJfeT 
Ar^itt (Si MHO 

ESAMiaskiSfi , — , . 

GQ2Y$72JDii£ TIif..MO.:. — ™ 



total r/uMiu-;* of pa.gz3 sh^i 

(U*. CUJUTNTr 1 HI S CQVC» SHTCF.T): Jj 



COMMENTS' 



1 n H 14 a copy «f currKjpondcnce flua wu faxed to die USFI O a:1 the dai i 
of tit o Ciirtificylc Facsimile TrartwniDn no daixA July 3 :'.5'>3, wiilcli 
Inclmlca: 

L. Co* foal* af r« nimile TranKtnlwicm from July 1Q. 2003 (3 pane) 
t J'ctilhm fuf IiAlcUllnji of Time (I ?w) 

4 TriiiuicUoil Rc^urt huttcntinc tnmjfmiwuo» wait tfiprt>#F 1 F^c) 
5. Aulu-Rnply Facsimile Trfiowmwipn (1 pyj 

Vr&Q , ^MV: 



U HiDic (ure nny pw>"bln>n wilb Uiis irjuAnumcn. plcuic call TalV at (8601 156-2039, E,tt, 
1151, 



fetf fJK i a>T : Tin- rkhp »ifc*dcd Only frff *• itM nf >M ir.dMA.il « pty * "J"* iui »«- 

1^ of HmW to mnb, kuM frtl *m cr ftw «*! w * ill?!,, 



